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DETAILED ACTION 

1 . This communication is a first Office Action Non-Final rejection on the merits. 
Claims 1-26, as originally filed, are currently pending and have been considered below. 

Double Patenting 

2. Claims 7-26 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-20 of U.S. Patent No. 7,058,509 in view 
of Kay Marie Ainsley et aL ""Franchise Fee" Made Simple" (April 22, 2002) hereafter 
Ainsley. Claims 7-26 are similar if not identical to the originally filed claims 1-20 of U.S. 
Patent No. 7,058,509. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-26 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

5. Claims 1-26 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP § 2172.01. The omitted steps are: the preamble of claim 1, recites 
"equipping and training licensed operators...", however no such step has been carried 
out in the claim. 
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6. In claim 1 , the recited term "smart data" renders the claim indefinite. The 
Examiner is unclear how "smart data" is different the regular data. For purposes of 
examination the Examiner is taking them to be equivalent. 

7. Furthermore, claim 1 recites that "at least one of the steps", which renders the 
dependent claims indefinite since relied upon claim limitations may not be present in the 
method of claim 1 . For example if only step a) was performed claims 2-6 would be 
relying on subject matter not necessary or essential to the claim. 

8. In claim 6, it is unclear if the limitation is further defining claim 1 part c) or is a 
new step to replace part c) or a new step all together. For purposes of examination the 
Examiner is reading the limitation to be further limiting part c) of claim 1 . 

9. Claims 2-26, due to their dependency on claim 1 , are rejected under the same 
rationale. 

Claim Rejections - 35 USC § 101 

10. 35U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 1-26 are rejected under 35 U.S.C. 101 because based on Supreme Court 
precedent, and recent Federal Circuit decisions, the Office's guidance to examiner is 
that a § 101 process must (1) be tied to another statutory class (such as a particular 
apparatus) or (2) transform underlying subject matter (such as an article or materials) to 
a different state or thing. Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 
437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane 
v. Deener, 94 U.S. 780, 787-88 (1876). 
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An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. Thus, to qualify as a § 101 statutory 
process, the claim should recite the other statutory class (the thing or product) to which 
it is tied, for example by identifying the apparatus that accomplishes the method steps, 
or positively recite the subject matter that is being transformed, for example by 
identifying the material that is being changed to a different state. 

Here, applicant's method steps, fail the first prong of the new Federal Circuit 
decision since they are not tied to another statutory class and can be performed without 
the use of a particular apparatus. Thus, claims 1-26 are non-statutory since they may 
be performed within the human mind. 



Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 1-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kay Marie Ainsley et al.: ""Franchise Fee" Made Simple" (April 22, 2002) hereafter 
Ainsley. 
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As per claim 1, Ainsley discloses a method of equipping and training licensed 
operators to perform sensor data acquisition at remote locations using a smart data 
system comprising at least one of the steps of: 

a) charging a licensed operator a one-time setup fee to obtain a license to 
provide sensor data acquisition services and to obtain training (Page 1 , first paragraph 
after answer; discloses that there is a joining fee or setup fee for becoming a member 
also known as a "franchise fee". Page 2, first set of bullets; discloses that for the initial 
fee it is known for the franchisor to provide training, information, and assistance); 

b) charging the licensed operator an ongoing subscription fee for access to and 
use of a smart data analysis system for transmission of data and data warehousing 
services (Page 1 , second paragraph after answer; discloses there is also a royalty fee 
which is a subscription fee to continue receiving services); and 

c) charging the licensed operator an individual project fee, wherein said individual 
project fee varies according to the amount of analytics, display and customer 
deliverables required (Page 2, second set of bullets; discloses that each operator or 
franchisee will be expected to purchase inventory, supplies and insurance at an 
additional cost). 

Therefore it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify the franchising system provided by Ainsley with 
any industry that provides a service. The Examiner asserts that the differences between 
Ainsley and the disclosed invention would have been easily interchangeable to one 
having ordinary skill in the art since Ainsley and the disclosed invention are both 
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directed to a method of charging a fee to obtain a license to perform a specific task. 
The type of task adds little, if anything, to the claim, and, thus, does not serve as a 
limitation on the claims to distinguish over the prior art. As claimed, the steps of the 
invention would be performed the same regardless of the task performed after the 
acquisition of the license. 

The type of services is considered non-functional descriptive material since it 
does not alter or change the process in anyway. When presented with a claim 
comprising descriptive material, an Examiner must determine whether the claimed non- 
functional descriptive material should be given patentable weight. The Patent and 
Trademark Office (PTO) must consider all claim limitations when determining 
patentability of an invention over the prior art. In re Gulack, 703 F.2d at 1384-85, 217 
USPQ at 403; see also Diamond v. Diehr, 450 U.S. 175, 191,209 USPQ 1,10 (1981). 
However, the examiner need not give patentable weight to descriptive material absent a 
new and unobvious functional relationship between the descriptive material and the 
substrate. See In re Lowry, 32 F.3d 1336. 1338, 70 USPQ2d 1862, 1863-64 (Fed. Cir. 
2004). Thus, when the prior art describes all the claimed structural and functional 
relationships between the descriptive material and the substrate, but the prior art 
describes a different descriptive material than the claim, then the descriptive material is 
non-functional and will not be given any patentable weight. That is, such a scenario 
presents no new and unobvious functional relationship between the descriptive material 
and the substrate. The Examiner asserts that the type of services being charged for 
adds little, if anything, to the claimed steps of the method and thus does not serve as 
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limitations on the claims to distinguish over the prior art. MPEP 21061V b 1(b) indicates 
that "nonfunctional descriptive material" is material "that cannot exhibit any functional 
interrelationship with the way the steps are preformed". Any differences related merely 
to the meaning and information conveyed through data which does not explicitly alter or 
impact the steps is non-functional descriptive data. Except for the meaning to the 
human mind, the data identifying the information stored in the database does not 
functionally relate to the substrate and thus does not change the steps of the method as 
claimed. The subjective interpretation of the data does not patentably distinguish the 
claimed invention. 

Note: The Examiner asserts that while limitations a), b), and c) were found only 
one limitation was required by the current set of claims. For example since claim 1 
recites that at least one of the steps, the Examiner could have easily chosen only step 
a), to fulfill the claim requirement. 

As per claim 2, The Examiner notes that claim 1 fails to positively recite let 
along disclose the step of "transmission of said data", i.e. transmitting said data. Since 
no transmission of data has taken place claim 1 can not be further limited by the 
limitation found within claim 2, specifically "transmitting said data via a software link to a 
Web site". 

Further still, Step b) discloses, "...charging the licensed operator an ongoing 
subscription fee, " However, what the fee is for is not considered a positive recitation of 
an actual step , but rather non-functional descriptive material, and as such is given little 
if any patentable weight. In other words, the Examiner considers this to be non- 
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functional descriptive subject matter because the type of services performed fails to 
change or alter the step or process as a whole. 

Furthermore claim 1 , recites that only one step is required. Consequently, if only 
step a) was performed, step b) would have never been performed and thus can not be 
further defined by the limitations found in claim 2. 

As per claim 3, The Examiner notes that claim 1 fails to positively recite let 
along disclose the step of "smart data analysis", i.e. data analysis. Since no analysis of 
data has taken place claim 1 can not be further limited by the limitation found within 
claim 3, specifically "using computational software comprising at least one of: 2D 
visualization and 3D visualization of geo-referenced direct reading sensor data". 

Further still, Step b) discloses, "...charging the licensed operator an ongoing 
subscription fee, " However, what the fee is for is not considered a positive recitation of 
an actual step , but rather non-functional descriptive material, and as such is given little 
if any patentable weight. In other words, the Examiner considers this to be non- 
functional descriptive subject matter because the type of services performed fails to 
change or alter the step or process as a whole. 

Furthermore claim 1 , recites that only one step is required. Consequently, if only 
step a) was performed, step b) would have never been performed and thus can not be 
further defined by the limitations found in claim 3. 

As per claim 4, The Examiner notes that claim 1 fails to positively recite let 
along disclose the step of "smart data analysis", i.e. data analysis. Since no analysis of 
data has taken place claim 1 can not be further limited by the limitation found within 
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claim 4, specifically "aggregating said data into a comparative database providing the 
user with relative analysis of various sites based on geological and contaminant 
conditions". 

Further still, Step b) discloses, "...charging the licensed operator an ongoing 
subscription fee, " However, what the fee is for is not considered a positive recitation of 
an actual step , but rather non-functional descriptive material, and as such is given little 
if any patentable weight. In other words, the Examiner considers this to be non- 
functional descriptive subject matter because the type of services performed fails to 
change or alter the step or process as a whole. 

Furthermore claim 1 , recites that only one step is required. Consequently, if only 
step a) was performed, step b) would have never been performed and thus can not be 
further defined by the limitations found in claim 4. 

As per claim 5, The Examiner notes that claim 1 fails to positively recite let 
along disclose the step of "data warehousing services", i.e. data warehousing. Since no 
warehousing of data has taken place claim 1 can not be further limited by the limitation 
found within claim 5, specifically "posting and delivering at least one of: an interactive 
two-dimensional visualization; an interactive three-dimensional visualization; and 
engineering design data; to a Web site". 

Further still, Step b) discloses, "...charging the licensed operator an ongoing 
subscription fee, " However, what the fee is for is not considered a positive recitation of 
an actual step , but rather non-functional descriptive material, and as such is given little 
if any patentable weight. In other words, the Examiner considers this to be non- 
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functional descriptive subject matter because the type of services performed fails to 
change or alter the step or process as a whole. 

Furthermore claim 1 , recites that only one step is required. Consequently, if only 
step a) was performed, step b) would have never been performed and thus can not be 
further defined by the limitations found in claim 5. 

As per claim 6, Ainsley discloses delivery of software and paper deliverables for 
each of said projects for each of said projects to at least one of: the licensed operator; 
and other clients with licensed access (Page 2, first set of bullets; discloses that 
computer software and paper deliverables are given. Page 2, seconds set of bullets; 
discloses plan-o-grams and other deliverables such as inventory, supplies, and 
insurance are also delivered, from this it is shown that the franchisee is given 
deliverables in exchange for payment). 

Furthermore claim 1 , recites that only one step is required. Consequently, if only 
step a) was performed, step c) would have never been performed and thus can not be 
further defined by the limitations found in claim 6. 

As per claim 7, The Examiner notes that claim 1 fails to positively recite let 
along disclose the step of "sensor data acquisition services", i.e. data acquisition. Since 
no acquisition of data has taken place claim 1 can not be further limited by the limitation 
found within claim 7, specifically "a) acquiring environmental subsurface data via direct 
reading sensors; b) geo-referencing said data; c) transmitting said data to a data 
analysis application server; and d) analyzing said data to obtain information about said 
data". 
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Further still, Steps a), b), c) disclose,"... charging a licensed operator a one-time 
setup fee,", "...charging the licensed operator an ongoing subscription fee, " and 
"...charging the licensed operator an individual project fee". However, what the fee is 
for is not considered a positive recitation of an actual step, but rather non-functional 
descriptive material, and as such is given little if any patentable weight. In 
other words, the Examiner considers this to be non-functional descriptive subject matter 
because the type of services performed fails to change or alter the step or process as a 
whole. 

Furthermore, the type of data itself is considered to be non-function descriptive 
material since it does not change or alter the method as claimed. 

As per claims 8, 9, 12, 13, and 14, the type of data is considered to be non- 
function descriptive material since it does not change or alter the method as claimed. 
When presented with a claim comprising descriptive material, an Examiner must 
determine whether the claimed non-functional descriptive material should be given 
patentable weight. The Patent and Trademark Office (PTO) must consider all claim 
limitations when determining patentability of an invention over the prior art. In re Gulack, 
703 F.2d at 1384-85, 217 USPQ at 403; see also Diamond v. Diehr, 450 U.S. 175, 
1 91 ,209 USPQ 1 , 1 0 (1 981 ). However, the examiner need not give patentable weight to 
descriptive material absent a new and unobvious functional relationship between the 
descriptive material and the substrate. See In re Lowry, 32 F.3d 1336. 1338, 70 
USPQ2d 1862, 1863-64 (Fed. Cir. 2004). Thus, when the prior art describes all the 
claimed structural and functional relationships between the descriptive material and the 
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substrate, but the prior art describes a different descriptive material than the claim, then 
the descriptive material is non-functional and will not be given any patentable weight. 
That is, such a scenario presents no new and unobvious functional relationship between 
the descriptive material and the substrate. The Examiner asserts that the type of data 
being stored or acquired adds little, if anything, to the claimed steps of the method and 
thus does not serve as limitations on the claims to distinguish over the prior art. MPEP 
21061V b 1(b) indicates that "nonfunctional descriptive material" is material "that cannot 
exhibit any functional interrelationship with the way the steps are preformed". Any 
differences related merely to the meaning and information conveyed through data which 
does not explicitly alter or impact the steps is non-functional descriptive data. Except for 
the meaning to the human mind, the data identifying the information stored in the 
database does not functionally relate to the substrate and thus does not change the 
steps of the method as claimed. The subjective interpretation of the data does not 
patentably distinguish the claimed invention. 

As per claim 8-26, The Examiner notes that claim 1 fails to positively recite let 
along disclose the step of "sensor data acquisition services", i.e. data acquisition. Since 
no acquisition of data has taken place claim 1 can not be further limited by the limitation 
found within claim 7, specifically "a) acquiring environmental subsurface data via direct 
reading sensors; b) geo-referencing said data; c) transmitting said data to a data 
analysis application server; and d) analyzing said data to obtain information about said 
data". 
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Further still, Steps a), b), c) disclose,"... charging a licensed operator a one-time 
setup fee,", "...charging the licensed operator an ongoing subscription fee, " and 
"...charging the licensed operator an individual project fee". However, what the fee is 
for is not considered a positive recitation of an actual step, but rather non-functional 
descriptive material, and as such is given little if any patentable weight. In 
other words, the Examiner considers this to be non-functional descriptive subject matter 
because the type of services performed fails to change or alter the step or process as a 
whole. 

Since claim 7 relies on limitations not positively recited in claim 1 , it fails to further 
limit claim 1 and thus any claim dependent on claim 7 also fails to limit claim 1 . 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PAUL R. FISHER whose telephone number is (571)270- 
5097. The examiner can normally be reached on Mon/Fri [7:30am/5pm] with first Fri off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janice Mooneyham can be reached on (571)272-6805. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

PRF 

/Janice A. Mooneyham/ 

Supervisory Patent Examiner, Art Unit 3689 



